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Applicant's Response 

In Applicant's Response dated 08/11/2006, Applicant added new Claims 60-68, 
cancelled Claims 1-59, and argued against all objections and rejections previously set 
forth in the Office Action dated 04/07/2006. 

In light of Applicant's cancellation of Claims 1-59, all claim objections and 
rejections previously set forth are withdrawn. 



Specification 

The disclosure is objected to because of the following informalities: 
• The sentence "For example, if annotation device 401 comprises a smart mobile 
client device 401 should have the computational power to perform the annotating 
functions described in FIG. 5 in addition to the control functions 502 for playback 
of the original document." on Page 24, Lines 12-15 should be amended because 
it is not grammatically correct in that the verb phrase "should have" does not 
have a subject. 

Appropriate correction is required. 



Claim Objections 

Claim 60 is objected to because of the following informalities: 
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• The phrase "annotations information records!' in Lines 3, 4, 7 and 16 (4 
instances) should be amended to — annotation files — because that is how the 
element is identified in the Specification (see Page 29, Lines 13-14). 

• The phrase "generate a relationship information between said audio comment 
and said audio source" in Lines 1 3-1 4 should be amended to — associate said 
audio comment with the point at which said audio comment was made during 
said playback of said audio source — to more clearly describe how the invention 
works. Additionally, the phrase "relationship information" is not mentioned in the 
original Specification. 

Appropriate correction is required. 



Drawings 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference signs mentioned in the description: 

• 1300-1312 (see Specification - Page 48, Lines 4-18). 
Applicant nnay obviate this rejection by amending Figure 13 of the drawings to include 
the reference numbers discussed in the Specification. 

Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
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replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as 
either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121 (d). If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 



Claim Rejections - 35 USC §112 

The following Is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 60-68 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim contains subject matter 
which was not described in the Specification in such a way as to reasonably convey to 
one skilled In the relevant art that the Inventors, at the time the application was filed, 
had possession of the claimed Invention. 
Claims 60-68: 

Claim 60 recites the limitation "a document processing engine configured to 
obtain ... a subset of said plurality of annotations information records from said 
storage medium" [emphasis added] (see Lines 6-8). There is no mention in the original 
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Specification of obtaining only a subset of the total annotations for a retrieved 
document. 

If the examiner has overlooked the portion of the original Specification that 
describes this feature of the present invention, then Applicant should point it out (by 
page number and line number) in the response to this Office Action. 

Claims 61-68 are dependent upon Claim 60 and thus include the same problem. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or des'cribed in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 60, 61 and 63-68 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Logan et al., U.S. Patent No. 5,732,216. 
Claim 60: 

Logan discloses a smart mobile apparatus for annotating a document [see 
Column 1 , Lines 42-65; see Column 3, Lines 24-41 ; see Column 6, Line 36 through 
Column 7, Line 2 — > Logan discloses this limitation in that the system allows a user to 
record an annotation/comment for a text document using a mobile computing device], 
comprising: 
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• a data storage medium configured for storing a text document and a plurality of 
annotations information records [see Figure 1 ; see Column 3, Line 24 through 
Column 4, Line 3 Logan discloses this limitation, as clearly indicated in the 
cited figure and text], wherein said plurality of annotations information records is 
linked in a hierarchical tree structure to said text document [see Column 1 , Lines 
50-65; see Column 12, Line 59 through Column 13, Line 22; see Column 19, 
Lines 23-43; see Column 41 , Line 44 through Column 42, Line 27 ->■ Logan 
discloses this limitation in that the system allows users to comment upon other 
users' comments. This feature enables public interchanges to take place in 
publicly available threads that are analogous to Internet newsgroups, which 
operate in a hierarchical tree structure. Also, Logan discloses this limitation in 
that the system stores the text document and all annotations/comments 
associated with the document in a hierarchical tree structure having a 
parent/child relationship. That is, the text document is the "parent" and the 
annotations/comments are the "children." Because the system allows users to 
comment on other users' comments, the hierarchy comprises multiple 
hierarchical levels of comments.]; 

• a document processing engine configured to obtain said text document and a 
subset of said plurality of annotations information records from said storage 
medium for synchronous playback as an audio source [see Column 1 , Line 41 
through Column 2, Line 9; see Column 3, Lines 37-41 ; see Column 4, Lines 26- 
36; see Column 4, Lines 40-52; see Column 5, Lines 16-31 ->■ Logan discloses 
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this limitation in that the system comprises a processor that is configured to 
retrieve the document, convert it to audio and play the converted document and a 
subset of the associated annotations to the user. The system allows users to 
limit access to their comments. Thus, the system discloses obtaining a "subset 
of the "plurality of annotations" in that a text document may comprise both 
"public" and "private" annotations/comments. In this case, the "public" 
annotations/comments would be retrieved and played back to the requesting 
user, whereas the "private" annotations/comments would not.]; 

• an audio playback interface configured for controlling playback of said audio 
source by a user [see Column 3, Lines 24-41 ; see Column 12, Line 52 through 
Column 15, Line 63 —>■ Logan discloses this limitation in that the system, while 
the audio is being played to the user, is configured to allow the user to control 
playback of the converted document and the associated annotations/comments]; 

• an audio input device configured to obtain at least one audio comment from said 
user [see Column 12, Line 52 through Column 13, Line 22; see Column 15, Lines 
10-46 -»■ Logan discloses this limitation in that the system, while the audio is 
being played to the user, is configured to allow the user to orally dictate an 
annotation/comment]; and 

• an annotator configured to generate a relationship information between said 
audio comment and said audio source [see Column 12, Line 52 through Column 
13, Line 22; see Column 15, Lines 10-46; see Column 19, Lines 25-43; see 
Column 40, Line 58 through Column 41, Line 47 Logan discloses this 
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limitation in that the system is configured to associate the user's 
annotations/connnnents with particular portions of the text document about which 
the annotations/comments are concerned], said annotator further configured to 
save said audio comment and said relationship information in a subset of said 
plurality of annotations information records [As indicated in the above discussion, 
Logan discloses that the system allows users to comment upon other users' 
comments. Thus, the system is configured to save the user's 
annotations/comments, and the associated particular portions of the text 
document, in a "subset of said plurality of annotations information records"]. 

Claim 61: 

Logan discloses the apparatus of Claim 60, wherein said data storage comprises 
removable media [see Column 6, Lines 58-61 ->■ Logan discloses this limitation in that 
the system downloads the text documents onto a disk, which allows portable use of the 
text document]. 

Claim 63: 

Logan discloses the apparatus of Claim 60, wherein said audio source comprises 
a streaming media file [see Column 4, Lines 4-16 Logan discloses this limitation in 
that the system plays downloaded files in a streaming format]. 
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Claim 64: 

Logan discloses the apparatus of Claim 60, wherein said relationship information 
comprises an index identifier for said comment [As indicated in the above discussion, 
Logan discloses that the system associates the user's annotations/comments with 
particular portions of the text document about which the annotations/comments are 
concerned]. 

Claim 65: 

Logan discloses the apparatus of Claim 60, wherein said relationship information 
comprises identification data of said user [see Column 19, Lines 23-42 Logan 
discloses this limitation in that the system stores data that identifies the user making the 
annotation/comment]. 

Claim 66: 

Logan discloses the apparatus of Claim 60, wherein said annotations information 
records comprises a plurality of name records, wherein each of said plurality of name 
records includes an associated plurality of index and comment records [As indicated in 
the above discussions, Logan discloses that the system stores data that identifies the 
user making the annotation/comment, associates the user's annotation/comment with 
the particular portion of the text document about which the annotation/comment is 
concerned and allows users to comment upon other users' comments. Thereby, the 
system stores a plurality of user comments about particular portions of a document in a 
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hierarchical tree structure comprising multiple hierarchical levels of user comments. 
Thus, each comment record (i.e., ''annotations information record') saved by the system 
includes a "name record" and each "name record' includes multiple associated 
comments (i.e., ''comment records") that are stored in a hierarchy, wherein each 
associated comment comprises data indicating the particular portion of the text 
document about which the comment is concerned (i.e., "index record').]. 

Claim 67: 

Logan discloses the apparatus of Claim 66, wherein said hierarchical tree 
structure comprises: 

• said text document as said top level; 

• said plurality of name records as a next lower level; and 

• followed by said plurality of index and comment records [Logan discloses these 
limitations in that, as indicated in the above discussions, the system stores the 
text document and all annotations/comments associated with the document in a 
hierarchical tree structure having a parent/child relationship, wherein the text 
document is the "parent" and the annotations/comments are the "children." 
Because the text document is the "parent" (i.e., "top level") and the 
annotations/comments are "children" (i.e., "next lower level") upon which other 
users may comment, these limitations read on the system.]. 
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Claim 68: 

Logan discloses the apparatus of Claim 60, wherein said subset of said plurality 
of annotations information records is selectable by said user [see Column 7, Line 5 
through Column 8, Line 60; see Column 19, Lines 23-43 Logan discloses this 
limitation in that the system stores all data regarding the annotations/comments and 
allows the user to select text documents for playback based on the data]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
inventbn was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 62 is rejected under 35 U.S.C. 103(a) as being unpatentable over Logan, 
in view of Merrill et al., U.S. Patent No. 6,181,351. 
Claim 62: 

As indicated in the above rejection, Logan discloses every element of Claim 61 . 
Logan fails to expressly disclose a removable memory comprising flash memory. 



Merrill teaches an annotator[see Column 7, Lines 12-15 - Merrill discloses this 
limitation in that the system is used to annotate a speech sound data stream] having 
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removable memory that comprises flash memory [see Column 5, Lines 32-37 - Merrill 
discloses this limitation in that the system comprises many different types of computer 
memory, including flash memory], for the purposes of recording, storing and editing 
audio files [see Column 9, Lines 20-51]. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the apparatus, disclosed in Logan, to include 
a removable memory comprising flash memory, for the purpose of recording, storing 
and editing audio files, as taught by Merrill. 



Response to Arguments 

Applicant's arguments filed 08/1 1/2006 have been fully considered but they are 
not persuasive. 

Rejection of Claims Under 35 U. S. C. § 102(b): 

Applicant argues that Logan is "distinguishable" from the present invention 
because it "contemplates a communications link between a user interface device (player 
103) with a host computer (i.e. 101), which is located elsewhere." Applicant argues 
further that Logan's host computer provides all the document processing needed for 
management of annotations, whereas the claimed invention comprises a smart portable 
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device that performs all of the document processing and content management. See 
Response - Page 5, third paragraph. 
The examiner disagrees. 

The examiner notes that the features upon which Applicant relies (I.e., all 
document processing and content management are performed within the portable 
device) are not recited in the rejected claims. Although the claims are Interpreted in 
light of the Specification, limitations from the specification are not read Into the claims. 
See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Logan discloses that the system may comprise a "mobile" apparatus that 
performs at least a portion of the document processing and content management. 
Thus, the entire system of Logan may reasonably be considered a "smart mobile 
apparatus" that includes the elements recited in Claim 1 . 

Applicant argues that Logan does not teach that the annotations are linked to the 
text document in a "hierarchical tree structure." Applicant provides no analysis of the 
claim language with respect to the disclosure of Logan. Rather, Applicant simply 
asserts the "hierarchical tree structure" is not disclosed in Logan. See Response - 
Page 5, fourth paragraph. 

The examiner disagrees. 

Firstly, Applicant's arguments do not comply with 37 CFR 1.111 (c) because they 
do not clearly point out the patentable novelty which he or she thinks the claims present 
in view of the state of the art disclosed by the references cited or the objections made. 
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Applicant provides no analysis of tlie recited limitation in view of the subject matter 
disclosed in the cited reference. Instead, Applicant simply states, "it's not there." 

Secondly, the examiner notes that the feature upon which Applicant relies (i.e., a 
"hierarchical tree structure" in the smart device) is not recited in the rejected claims. 
Although the claims are interpreted in light of the Specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Thirdly, Logan discloses a "hierarchical tree structure," as indicated in the above 
rejection for Claim 1 . The examiner will not repeat the explanation here. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this connmunication or earlier communications from the 
examiner should be directed to Doug Hutton whose telephone number is 571-272-4137. 
The examiner can normally be reached on Monday-Friday from 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Heather Hemdon, can be reached at (571) 272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571 ) 272- 
2100. 



WDH 

October 19, 2006 




OougHutlon 
PrimaiyExanriner 
Technology Center 2100 



